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DETAILED ACTION 
Claim Rejections • 35 USC §102 

(b) the invention was patented or desaibed in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1-4 and 9. 1 1-24 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Tetsuo et al. (European Patent Application EP 1065234 A2, Published 
03/01/2001). 

Tetsuo et al. teaches, "Cosmetic material containing powders treated with 
silicones, with silicones being represented by the following formula (1): 

R^a R^b R\SiO(4.a-b-c)/2 (1) 

wherein the R^ groups, which are the same or different, each represent an organic 
group selected from the class consisting of alkyi groups containing 1 to 30 carbon 
atoms, aryl groups, aralkyi groups, fluorinated alkyI groups and organic groups 
represented by the following formula (2); R^ groups each represent a reactive 
substituent selected from the class consisting of a hydrogen atom, hydroxyl group and 
alkoxyl groups containing 1 to 6 carbons atoms, which Is attached to a silicon atom in 
the siloxane chain directly or via a linkage group comprising at least one carbon, oxygen 
or silicon atom; R^ groups each represent a silicone compound residue represented by 
the following formula (3); a is a number of from 1 .0 to 2.5; b is a number of from 0.001 
to 1 .5; and c is a number of from 0.001 to 1 .5 
-CdH2d-0-( C2H40)e ( CsHeO)/ R^ (2) 
-CxH2x-(SiO)y(R^)(R^)-SiR^3(3) 
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wherein is a hydrocarbon group containing 4 to 30 carbon atoms or an organic group 
represented by R^-(CO)-; is a hydrocarbon group containing 1 to 30 carbon atoms; d 
is an integer of from 0 to 1 5, e is an integer of from 0 to 50, and f is an integer of from 0 
to 50; and x is an integer of from 1 to 5, and y is an Integer of from 0 to 500." (See 
abstract). The cosmetic material can come if any of the forms including liquid, 
emulsion, solid, paste, gel and spray forms. (See page 9, Lines 9-10). "When the 
present silicone compounds represented by formula (1) are used as a powder surface- 
treating agent, the weight average molecular weight suitable therefor, though it has no 
particular limits, is from 300 to 100, 000." (See page 4, Lines 30-31). In a specific 
example a compound organosiloxane is formed for use in a cosmetic composition that 
has an R*** = C3H60(C3H60)3Ci8H35 (see example 4), R"= C2H4(CH3)2SiO(SiO)7(CH3) 
(CH3)Si(CH3)3, R* = C2H4Si(OEt)3 (See example 1). (See page 10, paragraph 0077 and 
page 1 1 , formula 12). "A surface treated powder, having the surface treated by using 
silicones according" the description in the abstract. (See page 23, claim 2). " A cosmetic 
material in which powders are mixed, at least one of said powders being a surface- 
treated powder according to any of claims 2 to 7. (See page 23, claim 8). "A cosmetic 
according to claim 8, further containing uncutuous agents as a constituent." (See page 
23, claim 9). "A cosmetic material according to claim 9, wherein at least a part of the 
uncutuous agents are fats and oils in a liquid state at room temperature." (See page 23, 
claim 10). "A cosmetic according to claims 9, 10, 11, wherein at least one of the 
uncutuous agents is an oil having fluorine-containing groups or amino groups." (See 
page 23, claim 12). Additional unctuous agents that can be used in the cosmetic 
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material includes cylcosiloxane solutions of silicone rubber. (See page 6, paragraph 39). 
"A cosmetic material according to any of claims 8 to 17, further containing water as a 
constituent." (See page 23, claim 18). " A cosmetic material according to any of claims 
8 to 18, further containing as a constituent a compound having an alcoholic hydroxyl 
group in its molecular structure." (See page 23 and 24, claim 19). "A cosmetic material 
according to claim 19, wherein the compound having an alcoholic hydroxyl group in its 
molecular structure is a water-soluble polymer." (See jDage 24, claim 21). A cosmetic 
material according to any of claims 8 to 21 , further containing cross-linked 
organopolysiloxanes as a constituent." (See page 24, claim 22). "A cosmetic material 
according to claim 22, wherein the cross-linked organopolysiloxanes are cross-linked 
organopolysiloxanes which cause swelling when they contain a silicone having low 
viscosities of from 0.65 to 10.0 mm^/sec at 25°C in a quantity larger than their self 
weight." (See page 24, claim 23). "A cosmetic material according to claims 22 or 23, 
wherein the cross-linked organosiloxanes having cross-linked structure formed by the 
reaction between the hydrogen atoms bonded directly to silicon atoms and a cross- 
linking agent having at least two vinylic reactive moieties per molecule." (See page 24, 
claim 24). " A cosmetic material according to any of claims 8 to 25, further containing 
silicone resin as a constituent." (See page 24, claim 26) " A cosmetic according to claim 
26, wherein the silicone resin is a silicone compound having a network structure." (See 
page 24, claim 29). "A cosmetic material according claim 29, wherein silicone 
compound having a network structure is netted silicone compound containing at least 
one moiety selected from the group consisting of pyrrolidone, long-chain alkyi. 
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polyoxyalkylene, fluroalkyi and amino moieties." (See page 24, claim 30). "A cosmetic 
according to claim 26, wherein the silicone resin is an acrylsilicone resin." (See page 24, 
claim 27). "A cosmetic according to claim 27, wherein the acrylsilicone resin Is an 
acrysilicone containing at least one moiety selected from the group consisting of 
pyrrolidone, long-chain alkyi, polyoxyalkylene, fluoroalkyi and amino moieties." (See 
page 24, claims 28). "A cosmetic material according to any of claims 22 to 24, wherein 
the cross-linked organopolysiloxanes are organopolysiloxanes having their cross-links 
at least one kind of moiety selected from the family consisting of polyoxyalkylene, alkyI, 
alkyenyl, aryl anf fluoroakyi moieties." (See page 24, claim 25)." A cosmetic material 
according to claims 8 to 12, further containing a surfactant constituent." (See page 23, 
claim 13). "A cosmetic according to claim 13, wherein the surfactant is modified silicone 
having polyoxyalkylene chains." (See page 23, claim 14). A cosmetic material according 
to claims 8 to 15, further containing another powder, a coloring material or a mixture 
thereof." (See page 23, claim 16). "A cosmetic material according to claim 16, wherein 
at least a part of the powder, the coloring material or the mixture thereof is a silicone 
resin powder, a powder having a silicone elastomer as its skeleton, an organic powder 
containing constitutional repeating units represented by -[0-Si]n- or a mixture of two or 
more thereof." (See page 23, claim 17). In example 12 a liiquid emulsion composition is 
described comprising diemthylpolysiloxane, methylphenylpolysiloxane, 
organopolysiloxane modified with polyoxyalkylene and alky groups, purified water, etc. 
(See page 17, paragraph 0117). In example 16 a cream composition is describe 
comprising decamethylcyclopentasiloxane (cyclic siloxane), dimethylpolysiloxane. 
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polyether-modified silicone, purified water, etc. (See page 20, paragraph 0129). "Tlie 
term 'cosmetic material' as used herein are intended to include skin care ... and 
hairdressing products, such as shampoo, rinse and treatment." (See page 9, Lines 6-9). 
It is the examiner position that water is a component that is "suitable for application to 
hair" and therefore nieets the limitation of "at least one additional ingredient suitable for 
application to hair". Further, the recitation of "hair treatment compoisition" and "hair 
treatment" is an intended use of the composition and therefore not given patentable 
weight. Therefore, if the prior art teaches the identical chemical structure, the properties 
applicant discloses and/or claims are necessarily present. For the foregoing reasons the 
instant composition is anticipated. 

Claim Rejections • 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which fonns the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. Jolin Deere Co., 383 U.S. 1, 148 

USPQ459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1. Applicant Claims 

2. Determining the scope and contents of the prior art. 

3. Ascertaining the differences between the prior art and the claims at issue; 
and resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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1. Claims 5, 27, and 28 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tetsuo et al. (European Patent Application EP 1065234 A2, 
Published 03/01/2001). 

Applicant Claims 

Applicant claims a Composition comprising an organopolysiloxane and an amino- 
modified silicones. Applicant further claims a method of conditioning hair by applying the 
composition to the hair. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 
The teachings of Tetsuo et al. is discussed above. 
Ascertainment of the Difference Between Scope the Prior Art and the Claims 

(MPEP §2141.012) 

Tetsuo et al. does not exemplify a composition comprising an organopolysiloxane 
and further an amino-modified organopolysiloxane. Further, Tetsuo does not exemplify 
a hair treatment applications. 

Tetsuo et al. does teach the addition of unctuous agent which can be cyclic 

siloxanes and amino-modified among other compounds. Teaching that these are 

obvious variants. Tetsuo et al. also teaches that such compositions can in addition to 

having use as skin cosmetics can also be used in hairdressing applications. 

Finding of Prima Facie Obviousness Rational and Motivation 

(MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time of the 

instant application to use an amino-modified polysiloxane in place of a cyclic 
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polysiloxane (i.e. decametliyicyclopentasilpxane). One would be motivated to do this as 
the two compounds have been taught to be functional equivalents and can be used 
interchangeably in the composition. It would have also been obvious to one of ordinary 
skill in the art at the time of the instant invention to use the composition taught by 
Tetsuo.et al. in hairdressing applications such as hair treatment. One would have been 
motivated to do so because if one wanted a composition to be applied to the hair which 
has excellent storage stability in an emulsified condition (See page 2, paragraph 0009) 
one would have used the composition taught by Tetsuo et al. For the foregoing reasons 
the instant invention would have been obvious to one of ordinary skill in the art at the 
time of the instant invention. 

2. Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tetsuo et al. (European Patent Application EP 1065234 A2, Published 03/01/2001) 
further in view of Nishizawa et al. (US Patent Application 2006/0123564 Al, Published 
06/15/2006, Filed 11/27/2003). 

Examiner has assumed the effective filing date of the Nishazawa et al. document 
is 11/28/2002. This is the earliest priority date claimed by Nishazawa et al. that has 
support for the teachings below. 

Applicant Claims . 

Applicant claims a composition comprising an organopolysiloxane and an amino- 
modified silicones. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 

The teachings of Tetsuo et al. is discussed above. 
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Ascertainment of the Difference Between Scope the Prior Art and the Claims 

(MPEP §2141.012) 

Tetsuo et al. lacks a teaching of an amino-modified silicone selected from amino 
acid grafted to a silicone backbone, silicones having an amino group bonded to either 
one end of a silicone backbone, siliconeis having an amino group bonded to both ends 
of a silicone backbone, silicones having an amino group bonded to both ends of a 
silicone backbone and amino acid grafted to a silicone backbone, silicones having a 
silicone chain and an amino group both grafted to a silicone backbone. This deficiency 
is cured by the teachings of Nishizawa et al. 

Nishizawa et al. teaches, a "composition for hair bleaching or hair dyeing" (See 
title. Provided is a hair bleach or dye composition containing an amino-modified silicone, 
a highly polymerized silicone having a number-average degree of polymerization of 
1000 or greater, a cationic polymer and an oxidizing agent." (See abstract). Amino 
modified silicones taught by Nishazawa et al. are represented by the formula: 




(NHCH2CH2)nNH2 

wherein Ro represents a hydroxyl group, a hydrogen atom or R , R represents a 
substituted or unsubstitued monovalent hydrocarbon group having from 1 to 20 carbon 
atoms, A represents R, a group -R'-(NHCH2CH2)nNH2. a group OR or hydroxyl group, 
R' represents a divalent hydrocarbon group from 1 to 8 carbon atoms, n stands for 0 to 



Application/Control Number: 10/553,214 Page 10 

Art Unit: 1616 

3, and p and q are numbers, the sum of which is, in average, 10 or greater but less than 

1000, preferably 30 or greater but less than 1000, more preferably 40 or greater but less 

than 800. (See paragraph 0009). A specific commercially available example given is 

KF8003 made by GE Toshiba Silicones. (See paragraph 0010). "Hair damage is 

accumulated by the repetition of bleaching or dyeing and is particularly eminent in the 

tip of the hair ..." (See paragraph 0003). "In order to deal with such a problem, an 

additive having a conditioning action is added. For example, there are reports on the 

addition of a silicone derivative such as amino-modified silicone oil in order to dye hair 

with a deep color tone ... addition of an amino-containing polyorganosiloxane to give 

the hair a flexible touch and improve the hair setting property ... and addition of a highly 

polymerized silicone or derivative thereof in order to prevent the hair damage and 

improve hair feel of the hair . . . " (See paragraph 0004). 

Finding of Prima Facie Obviousness Rational and IVIotivation 

(MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art at the time of the 

instant invention to combine the teachings of Tetsuo et al. and Nishizawa et al. One 

would have been motivated to do this in order to add hair dye applicability to the 

hairdressing composition taught by Tetsuo. Therefore, if one wanted a hair dye 

composition comprising an organopolysiloxane one would expect that the addition of an 

amino-modified silicone as taught by Nishazawa et al. would result in such a 

composition because Tetsuo et al. teaches that the compositions taught can be used in 

treatment of hair and therefore it would be obvious that the addition of other 

components would result in specific treatments of hair for instance hair dyeing. For the 
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foregoing reasons the instant composition would have been obvious to one of ordinary 
skill in the art at the time of the instant invention. 

3. Claims 6 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tetsuo et al. (European Patent Application EP 1066234 A2, Published 03/01/2001) 
further in view of Nishizawa et al. (US Patent Application 2006/0123564 Al, Published 
06/15/2006. Filed 11/27/2003) further in view of Nakazatoa et al. (US Patent 6290942 
B1, Published 09/18/2001). 

Applicant Claims 

Applicant claims a composition comprising an organopolysiloxane, an amino- 
modified silicones, and carboxyl-modified silicone. 

Determination of the Scope and Content of the Prior Art (MPEP §2141.01) 
The teachings of Tetsuo et al. and Nishizawa et al are discussed above. 
Ascertainment of the Difference Between Scope the Prior Art and the Claims 

(MPEP §2141.012) 

The combined teachings of Tetsuo et al. and Nashizawa et al lack a teaching of 
a carboxyl-modified silicone. This deficiency is cured by the teachings of Nakazato et al. 

Nakazato et al. teaches a composition for application to hair comprising carboxyl- 
bearing silicone derivatives and can further comprise other silicone derivatives including 
fluorine modified silicones, polyether modified silicones, etc. because the functions of 
silicones can be enhanced in a synergistic manner. (See column 9, Lines 4-13). "The 
carboxyl-bearing emulsion of the invention, when blended with an ordinary amount as a 
silicone component in hair preparations, imparts less smoothness, suppleness and 
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antistatic effect, achieves soft, silky, free flowing, nonsticking, pleasant finish. In 
addition, the silicone is resistant to overnight kinking and curling and able to hold style. 
(See column 9, Lines 45-53). 

Finding of Prima Facie Obviousness Rational and Motivation 

(MPEP §2142-2143) 

It would have been obvious to one of ordinary skill in the art to combine the 

teachings of Tetsuo et al. and Nishazawa et al. with Nakazato et al. One would have 

been motivated to do this because the additive effect of the derivatized silicones would 

be beneficial in that it would enhance the synergyism of the silicones. Further, one 

would combine the teachings if one wanted to formulate a hair treatment composition 

that would dye the hair and further impart smoothness, suppleness, and the ability to 

hold the desired style overnight. For the foregoing reasons the instant invention would 

have been obvious to one of ordinary skill in the art at the time of the instant invention. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to All Soroush whose telephone number is (571) 272-9925. 
The examiner can normally be reached on Monday through Thursday 8:30am to 
5:00pm E.S.T. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, Johann Richter can be reached on (571) 272-0646. The fax phone number 
For the organization where this application or proceeding Is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status infonnation for published 
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applications may be obtained from eitlier Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-dlrect.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

All Soroush 
Patent Examiner 
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Johann Rlchter 
Supervisory Patent Examiner 
Technology Center 1600 



